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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number Filing date:
Number: 81186463 (if known): 12561522 9 " September 17,2009
First Named

Inventor: Alireza Pezhman Shirvanian

Title: FUEL CELL WITH CATALYST LAYER SUPPORTED ON FLOW FIELD PLATE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /Benjamin C. Stasa/ Date 2011-03-08
Name —
(Print/Typed) Benjamin C. Stasa Registration Number 55644

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.
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The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BROOKS KUSHMAN P.C./FGTL W
1000 TOWN CENTER |
22ND FLOOR

(LO
SOUTHFIELD MI 48075-1238 ‘ \/).«QL '

In re Application of : :

Shirvanian. : DECISION ON PETITION
Application No. 12/561,522 : TO MAKE SPECIAL UNDER
Filed: 9/17/2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 81186463 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 3/9/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iit)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. '

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1729 for action
on the merits commensurate with this decision.

fTom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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OFFICE OF PETITIONS

In re Application of

Thomas Manaugh :

Application No.: 12/561559 : ~ DECISION ON

Filing or 371(c) Date: 09/17/2009 : PETITION

Attorney Docket Number: :

5246-0002

This is a decision in respbnse to the petition to withdraw the holding of abandonment under 37
CFR 1.53(f) or (g), filed February 15, 2011. The petition is properly treated under 37 CFR 1.181.

This Petition is hereby dismissed.

Any further petition must be submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration request
should include a cover letter entitled “Renewed Petition under [insert the applicable code
section].” This is not final agency action within the meaning of 5 U.S.C. § 704.

Background

The above-identified application became abandoned for failure to timely and properly reply to
the Notice to File Missing Parts of Nonprovisional Application, mailed October 7, 2009. The
Notice set a two (2) month period for reply. Petitioner filed a reply to the Notice to File Missing
Parts of Nonprovisional Application on November 17, 2009; however, the reply was incomplete.
Petitioner was so notified in a Notice of Incomplete Reply (Nonprovisional), mailed December
10, 2009. No complete and proper reply having been received, the application became
abandoned on December 8, 2009. A Notice of Abandonment was mailed September 28, 2010.

The present petition

Petitioner files the present petition and provides that he never received the Notice of Incomplete
Reply (Nonprovisional), mailed December 10, 2009. Petitioner avers that the next Notice
received was a Notice to File Corrected Application Papers, dated September 24, 20[10], stating
that Figure 1 was still missing. Petitioner provides further that Petitioner received a “Letter
Regarding a New Notice and/or the Status of the Application” also dated September 24, 2010,
stating that.“If a new notice or Filing Receipt is enclosed, applicant may disregard the previous
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notice mailed on October 7, 2009. The time period for replies runs from the mail date of the new
notice.”

Petitioner provides that in addition to the Letter Regarding a New Notice and/or the Status of the
Application” dated September 24, 2010, Petitioner received a second “Letter Regarding a New
Notice and/or the Status of the Application” also dated September 24, 2010, but which stated that
“If a new notice or Filing Receipt is enclosed, applicant may disregard the previous notice
mailed on December 10, 2009. '

Petitioner provides that a reply to the Notice to File Corrected Application Papers, mailed
September 24, 2010, was filed on February 15, 2011 '

Applicable Law. Rules and MPEP

35 U.S.C. § 133, Time for prosecuting application, states

Upon failure of the applicant to prosecute the application within six months after any
action therein, of which notice has been given or mailed to the applicant, or within such
shorter time, not'less than thirty days, as fixed by the Director in such action, the
application shall be regarded as abandoned by the parties thereto, unless it be shown to
the satisfaction of the Director that such delay was unavoidable.

This section of the statute is further clarified in Office rule, 37 CFR § 1.135, Abandonment for
failure to reply within time period, which states

(a) If an applicant of a patent application fails to reply within the time period
provided under § 1.134 and § 1.136, the application will become abandoned

unless an Office action indicates otherwise.

(b) Prosecution of an application to save it from abandonment pursuant to
paragraph (a) of this section must include such complete and proper reply as the
condition of the application may require. The admission of, or refusal to admit, any
amendment after final rejection or any amendment not responsive to the last
action, or any related proceedings, will not operate to save the application from
abandonment.

(c) When reply by the applicant is a bona fide attempt to advance the application to
final action, and is substantially a complete reply to the non-final Office action, but
consideration of some matter or compliance with some requirement has been
inadvertently omitted, applicant may be given a new time period for reply under §
1.134 to supply the omission.

This section explains that the reply must be both complete and proper as the condition of the
application may require.

! Office records confirm that a three (3) month extension of time and fee were filed February 15, 2011, along with a

Replacement Drawing Sheet in response to the Notice to File Corrected Application Papers mailed September 24,
2010.
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Analysis

Petitioner is advised an application becomes abandoned according to statute and Office rules. In
this instance, Applicant was required to file a complete and proper reply to the Notice to File
Missing Parts of Nonprovisional Application, mailed October 7, 2009. Applicant filed a timely
reply on November 17, 2009; however, the reply was not a complete reply.

Petitioner avers that the next Notice received was a Notice to File Corrected Application Papers,
dated September 24, 20[10], stating that Figure 1 was still missing. Petitioner provides further
that Petitioner received two Letters Regarding a New Notice and/or the Status of the Application,
also dated September 24, 2010, stating that if a new notice or Filing Receipt is enclosed,
applicant may disregard the previous notices mailed on October 7, 2009 and on December 10,
2009. The time period for replies runs from the mail date of the new notice.”

Petitioner is advised that it is an Applicant’s responsibility to file a complete and proper reply as
the condition of the application requires. In this instance, the Notice to File Missing Parts of
Nonprovisional Application, mailed October 7, 2009, required replacement drawing(s).
Applicant does not aver that replacement drawing(s) were timely filed in response to the Notice.
The application became abandoned because Applicant failed to file a complete and proper reply
to the Notice to File Missing Parts of Nonprovisional Application, mailed October 7, 2009.

The mailing of the Notice to File Corrected Application Papers and Letters Regarding a New
Notice and/or the Status of the Application” dated September 24, 2010, more than 11 months
after the mailing of the Notice to File Missing Parts of Nonprovisional Application, mailed
October 7, 2009, and well after the application had become abandoned for failing to file a
complete and proper reply to the Notice to File Missing Parts of Nonprovisional Application,
mailed October 7, 2009, does not negate the failure of Applicant to file a complete an proper,
including timely, reply to the Notice to File Missing Parts of Nonprovisional Application, mailed
October 7, 2009.

Conclusion
In view of the foregoing, Applicant has failed to demonstrate that a complete and proper reply to
the Notice to File Missing Parts of Nonprovisional Application, mailed October 7, 2009, was

timely filed, and that withdrawal of the holding of abandonment is appropriate.

Alternate Venue

Applicant is strongly urged to file a petition under 37 CFR 1.137(b) stating that the delay was
unintentional. Public Law 97-247, § 3, 96 Stat. 317 (1982), which revised patent and trademark
fees, amended 35 U.S.C. § 41(a)(7) to provide for the revival of an “unintentionally” abandoned
application without a showing that the delay in was “unavoidable.” An “unintentional” petition
under 37 CFR 1.137(b) must be accompanied by the required fee.

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay can not make a
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statement that the delay was unintentional unless the entire delay, including the delay from the
date it was discovered that the application was abandoned until the filing of the petition to revive
under 37 CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not
appropriate if petitioner intentionally delayed the filing of a petition for revive under 37 CFR
1.137(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Director for Patents
PO Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: * Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232. .

/DLW/

Derek L. Woods
Attorney
Office of Petitions
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In re Application of
Thomas Manaugh :
Application No.: 12/561559 _ : DECISION ON
Filing or 371(c) Date: 09/17/2009 : PETITION
Attorney Docket Number: :
5246-0002

This is a decision in response to the petition to revive the application based upon unintentional
abandonment under 37 CFR 1.137(b), filed May 26, 2011.

This Petition is hereby granted.

The above-identified application became abandoned for failure to timely and properly reply to the
Notice to File Missing Parts of Nonprovisional Application, mailed October 7, 2009. The Notice set
a two (2) month period for reply. Petitioner filed a reply to the Notice to File Missing Parts of
Nonprovisional Application on November 17, 2009; however, the reply was incomplete. Petitioner
was so notified in a Notice of Incomplete Reply (Nonprovisional), mailed December 10, 2009. No
complete and proper reply having been received, the application became abandoned on December 8,
2009. A Notice of Abandonment was mailed September 28, 2010.

Applicant files the present request for reconsideration of petition and drawings in response to the
Notice. The request for reconsideration of petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that the petition includes (1) the reply (filed February 15, 2011); (2)
the petition fee; and (3) the required statement of unintentional delay. Accordingly, the reply is
accepted as having been unintentionally-delayed.

This application is being referred to the Office of Patent Application Processing (“OPAP”) for
processing of the reply to the Notice, filed February 15, 2011, in the normal course of business.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3232.

/DLW/

Derek L. Woods
Attorney
Office of Petitions
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Please find below and/or attached an Office communication éoncerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re application of ' : DECISION ON REQUEST TO
Takuya Nezaki : PARTICIPATE IN PATENT
Application No. 12/561,563 : PROSECUTION HIGHWAY
Filed: September 17, 2009 : PROGRAM AND PETITION
For: VEHICLE OCCUPANT RESTRAINT : TO MAKE SPECIAL UNDER
SYSTEM : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed October 19, 2010, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate; ,
(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications; and
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In light of the preliminary amendment filed October 19, 2010. The request to participate
in the PPH pilot program complies with the above requirements. Therefore, the above-
identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is b(\aing forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

BM/BM: 12/09/10



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

| APPLICATION NO. I FILING DATE J FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. J
12/561,610 09/17/2009 Masayuki HAMURA 4952-047 2638
22429 7590 09/08/2010
LOWE HAUPTMAN HAM & BERNER, LLP | EXAMINER |
1700 DIAGONAL ROAD
SUITE 300 | ART UNIT | PAPER NUMBER |
ALEXANDRIA, VA 22314 v

| MAIL DATE I DELIVERY MODE ]
09/08/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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In re application of : DECISION ON REQUEST TO
Hamura et al : PARTICIPATE IN PATENT
Application No. 12/561610 _ : PROSECUTION HIGHWAY
Filed: September, 17, 2009 : PROGRAM AND PETITION
For: FLUID BEARING STRUCTURE AND : : TO MAKE SPECIAL UNDER
METHOD OF FORMING BEARING : 37 CFR 1.102(d)

- CONCAVES IN FLUID BEARING

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(d), filed July 21, 2010, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to part|C|pate in the PPH pilot program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications.



In light of the preliminary amendment file July 21, 2010, the request to participate in the
- PPH program complies with the above requirements, the above-identified application
has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision as soon as any pre-exam processing has been
completed.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 9/08/10



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
MAILED
APR 06 2011
Berenato, White & Stavish OFFCE OF PETITIONS
Ste. 240
6550 Rock Spring Drive
Bethesda MD 20817

In re Application of : -

Shigaki HATAKEYAMA et al. : ON PETITION
Application No. 12/561,629 :

Filed: September 17,2009

Atty. Docket No.: 8339.004_CIP

This is in response to the petition under 37 CFR 1.47(a), filed September 17, 2009.
The petition is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to
reply, correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an oath or declaration
executed by the non-signing inventor. FAILURE TO RESPOND WILL RESULT IN
ABANDONMENT OF THE APPLICATION. Any extensions of time will be governed
by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims, and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of the non-signing inventor.
The instant petition lacks item (1).

Regarding item (1), the applicable statute (35 U.S.C. §116) requires that a “diligent
effort” have been expended in attempting to find or reach the non-signing inventor. See
MPEP 409.03(a). The showing currently fails to demonstrate, with a documented
showing, that a diligent effort was made to find or locate non-signing inventor S.
Hatakeyama, such that the declaration can be accepted under 37 CFR 1.47(a). Where
inability to find or locate a named inventor is alleged, a statement of facts should be
submitted that fully describes the exact facts which are relied on to establish that a
diligent effort was made to locate the inventor.
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Petitioner has not demonstrated that all efforts were expended in trying to locate non-
signing inventor Hatakeyama. In this regard, petitioner should, at the very least, conduct
a search of the regional or national registry(s). The results of such search should be made
in any future petition for reconsideration. See MPEP 409.03(d). Additionally, petitioner
should state whether he has access to inventor Hatakeyama’s personnel records and, if so,
what does inspection of the records reveal as to a current address, forwarding address, or
an address of the nearest living relative? What does inspection of the phone directories
for those address locations reveal? Further, the petition fails to indicate that
correspondence was ever mailed unsuccessfully to the inventor’s last known address.
Therefore, at the very least, petitioner should mail correspondence to the inventor’s last
known address, return receipt and /or forwarding address requested. If a forwarding
address is provided, petitioner should then mail a complete copy of the application papers,
(specification, claims, drawings, oath, etc.) to Mr. Hatakeyama’s address, return receipt
requested, along with a cover letter of instructions which includes a deadline or a
statement that no response will constitute a refusal. This sort of ultimatum lends support
to finding a refusal by conduct. If the papers are returned and all other attempts to locate
or reach the inventor, e.g., through personnel records, co-workers, E-mail, the Internet or
the telephone, etc., continue to fail, then applicant will have established that the inventor
cannot be reached after diligent effort or has refused to join in the application. The
statements of facts must be signed, where at all possible, by a person having
firsthand knowledge of the facts recited therein and should be accompanied by
documentary evidence in support of the statement of facts. It is important that the
forthcoming communication contain statements of fact as opposed to conclusions.

Where there is an express or oral refusal, that fact, along with the time and place of the
refusal, must be stated in an affidavit or declaration by the party to whom the refusal was
made. Where there is a written refusal, a copy of the document(s) evidencing that refusal
must be made part of the affidavit or declaration.

When it is concluded by the rule 47 applicant that an omitted inventor’s conduct
constitutes a refusal, all facts upon which that conclusion is based should be stated in an
affidavit or declaration. If there is documentary evidence to support facts alleged in the
affidavit or declaration, such evidence must be submitted.

Whenever an omitted inventor gives a reason for refusing to sign the application oath or
declaration, that reason should be stated in the affidavit or declaration.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
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Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

General inquiries relating to this decision should be directed to Robert DeWitty (571-
272-8427).

wl, K

DaVid Bucci
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED

Bérenato, White & Stavish

Ste. 240 UG 04201
6550 Rock Spring Drive .
Bethesda MD 20817 OFFICE OF PETITIONS

In re Application of :

Shigaki HATAKEYAMA et al. : ON PETITION
Application No. 12/561,629 :

Filed: September 17, 2009

Atty. Docket No.: 8339.004_CIP

This is a decision on the petition under 37 CFR 1.48(a), and consideration of the renewed
petition under 37 CFR 1.47(a), both filed May 25, 2011.

The petition under 37 CFR 1.48(a) is GRANTED.

The petition under 37 CFR 1.47(a) is DISMISSED as moot.

In view of the papers filed May 25, 2011, it has been found that this nonprovisional
application, as filed, through error and without deceptive intent, improperly set forth the -
inventorship, and accordingly, this application has been corrected in compliance with 37
CFR 1.48 (a). The inventorship of this application has been changed by removing Mr.

Shigeaki Hatakeyama as an inventor to the above-identified application.

In light of Mr. S. Hatakeyama being removed as an inventor, the requirements under 37
CFR 1.47(a) are not required and this petition is dismissed as moot.

The petition under 37 CFR 1.48(b) requires a processing fee set forth in 37 CFR 1.17(i).
Accordingly, $130 will be charged to petitioners Deposit Account 50-0548.

A corrected filing receipt reflecting the inventorship as corrected, is attached hereto.

Anghony Knight
Director
Office of Petitions

Encl. Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.Spto.gov
APPLICATION FILING or. GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
12/561,629 09/17/2009 1767 572 8339.004_CIP 16 4
CONFIRMATION NO. 2665
28410 CORRECTED FILING RECEIPT

" BERENATO & WHITE, LLC
5530 ROCK SPNG DRIVE O
BETHESDA, MD 20817

Date Mailed: 08/03/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application.must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts” for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Koushi KARIYA, Tokyo, JAPAN;
Power of Attorney: The patent practitioners associated with Customer Number 28410

Domestic Priority data as claimed by applicant
This application is a CIP of 11/198,321 08/08/2005 ABN

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see hitp://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 09/29/2009

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/561,629
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
* SMALL ENTITY **
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Title

PROCESS FOR PRODUCING EXTINGUISHING AGENT AND THROW-TYPE FIRE
EXTINGUISHER

Preliminary Class
252

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadiines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

page2o0of3



the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uUSple.gov

rAPPLICATlON NO. ] FILING DATE T FIRST NAMED INVENTOR IATTORNEY DOCKET NO.| CONFIRMATION NO. ]
12/561,673 09/17/2009 Nayuko Watanabe 430.0198USU 2750
7590 08/10/2011 | EXAMINER J
Charles N.J. Ruggiero, Esq. TRAN, THAI Q
Ohlandt, Greeley, Ruggiero & Perle, L.L.P.
10th Floor r ART UNIT | PAPER NUMBER |
One Landmark Square 2484
Stamford, CT 06901-2682
| MAIL DATE | DELIVERY MODE ]
08/10/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid

search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

Patent Publi n Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



Attorney’s Docket No.: 37528-504C01US

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Eugene De Juan Jr., et al. Art Unit : 3761
Serial No. : 12/561,680 Examiner : Unknown
Filed : September 17, 2009 Conf. No. : 2760
Title : GLAUCOMA TREATMENT DEVICE

Mail Stop Petitions

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450
PETITION TO MAKE APPLICATION SPECIAL PURSUANT TO 37 C.F.R. §1.102

Dear Sir:

On September 17, 2009, Applicants filed the present application, U.S. Patent Application
Serial No. 12/561,680, entitled “Glaucoma Treatment Device” (“the ‘680 application™), with an
effective filing date of January 17, 2006. Applicants included a total of 46 claims in the ‘680
application. With a paper entitled “Notice Pursuant to 37 CFR 10.23(C)(7)” of same date,
Applicants informed the Patent Office that all 46 claims of their ‘680 application were copied or
substantially copied from claims then pending in U.S. Patent Application Serial No. 11/938,238,
assigned to Glaukos Corporation (“the ‘238 application”).- The Applicants also informed the
Patent Office that their ‘680 application has a filing date more than six months earlier than the
effective filing date of Glaukos’ ‘238 application.

Applicants have since learned that in response to a restriction requirement, on July 12,
2010, Glaukos Corporation elected to cancel from its ‘238 application all of the claims
(numbered 22 through 74) that Applicants had copied or substantially copied into their ‘680
application. As a result, the ‘238 application no longer has any claims pending that interfere
with Applicants’ own, much earlier claims.

Since Glaukos Corporation’s ‘238 application is not prior art to Applicants’ ‘680

application and since Glaukos Corporation elected to cancel all of the relevant claims from its

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this correspondence is being electronically
transmitted to the Patent and Trademark Office on the date indicated
below in accordance with 37 CFR 1.8(a)(1)(i}(C).

January 12, 2011

Cecilia Tobin
Typed or Printed Name of Person Signing Certificate

Date of Transmission

Signature




Applicant : Eugene De Juan Jr., et al. Attorney Docket No. 37528-504C01US

Application No : 12/561,680
Filing Date : September 17, 2009
Page 2 of 2

‘238 application, Applicants now hereby request accelerated examination of the ‘680 application,
as described below.

Applicant respectfully submits this petition to make the above-referenced patent
application special on the basis Applicant expressly abandoned co-pending application serial
number 12/492,085, filed June 25, 2009. Applicant herewith submits a copy of the letter of
express abandonment and the accompanying statements from the co-pending application that has
been expressly abandoned. The above-referenced patent application for which special status is
sought and the co-pending application that has been expressly abandoned were at the time of
their filing owned by or subject to assignment to Transcend Medical, Inc.

This Petition is submitted herewith a Statement. No fee is required for Applicant to file

this petition.

Respectfully submitted,

Date: January 12,2011 p(/ M

Fred C. Hérné&d_eﬁ
Reg. No. 41,832

PTO Customer No. 64046

Mintz, Levin, Cohn, Ferris, Glovsky and Popeo, P.C.
3580 Carmel Mountain Road, Suite 300

San Diego, CA 92130

Telephone: (858) 314-1518

Fax: (858)314-1501

Email: fhernandez@mintz.com

- 5266068v.1



Attorney’s Docket No.: 37528-504C01US
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Eugene De Juan Jr., et al. Art Unit : 3761
Serial No. : 12/561,680 Examiner : Unknown
Filed : September 17, 2009 Conf. No. : 2760
Title : GLAUCOMA TREATMENT DEVICE

Mail Stop Petitions

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

STATEMENT FOR PETITION TO MAKE
APPLICATION SPECIAL UNDER 37 C.F.R. §1.102

Dear Sir:

1. This Statement is being made for the Petition to Make Application Special under
37 C.F.R. §1.102 accompanying this certification.

2. L, Fred C. Hernandez, certify that Applicant has not and will not file more than
fourteen other applications requesting special status under this program. I also certify that
Applicant agrees to make an election without traverse in a telephonic interview if the Office
determines that the claims of the above-identified application are directed to two or more
independent and distinct inventions under 35 U.S.C. §121 and 37 C.F.R. §§1.141-142.

3. The person making this Statement is an attorney of record in the above-captioned
application and signs below on the basis of information in the attorney’s file.

Please apply any charges not covered, or any credits, to Deposit Account No. 50-0311.

Respectfully S;Kr\li/tted,
7/
Date: January 12, 2011 g(

Fred C. Hernande
Reg. No. 41,83

PTO Customer No. 64046

Mintz, Levin, Cohn, Ferris, Glovsky and Popeo, P.C.
3580 Carmel Mountain Road, Suite 300

San Diego, CA 92130

Telephone: (858) 314-1518

Fax: (858)314-1501

Email: fhernandez@mintz.com
5266089v.1
CERTIFICATE OF ELECTRONIC TRANSMISSION
I hereby certify that this correspondence is being electronically

transmitted to the Patent and Trademark Office on the date indicated
below in accordance with 37 CFR 1.8(a)(1)(i)(C).

January 12, 2011
Date of Transmission . -
Signature /

Cecilia Tobin

Typed or Printed Name of Person Signing Certificate



Electronic Acknowledgement Receipt

EFS ID: 9143886
Application Number: 12492085
‘International Application Number:
Confirmation Number: 6620

Title of Invention:

DIGITAL IMAGING SYSTEM FOR EYE PROCEDURES

First Named Inventor/Applicant Name:

Thomas A. Silvestrini

Customer Number:

64046

Filer: Fred C. Hernandez/Cecilia Tobin
Filer Authorized By: Fred C. Hernandez
Attorney Docket Number: 37528-507001US
Receipt Date: | 30-DEC-2010
Filing Date: 25-JUN-2009
Time Stamp: 17:06:43

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment no
File Listing:
Document . . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (if appl.)
125056
1 Letter Express Abandonment of the 37528-507001USExpAbndmt. no 3
application pdf
460c2bbb27a7aac538670dc257fa88321db)
cb2sf
Warnings:

Information:




Total Files Size (in bytes):l 125056

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




Doc Code: EABN

Document Description: Letter Express Abandonment of the application PTO/SB/24 (10-08)
Approved for use through 10/31/2008. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

/" EXPRESS ABANDONMENT UNDER "j,‘l’_p"";“‘t’” Number  |12/492,085
37 CFR 1.138 fing Date June 25,2000
File the petition electronically using EFS-Web First N_amed Inventor Thomas A. Silvestrini
Or Mail the petition to: Art Unit 2873
Mail Stop Express Abandonment . -
Commissioner for Patents Examiner Name Sahle, Mahidere S.
@ Box 1450, Alexandria, VA 22313-1450 Attorney Docket Number 37528-507001US

Please check only one of boxes 1 or 2 below:
(If no box is checked, this paper will be treated as a request for express abandonment as if box 1 is checked.)

1. Express Abandonment
| request that the above-identified application be expressly abandoned as of the filing date of this paper.

2, |:| Express Abandonment in Favor of a Continuing Application
| request that the above-identified application be expressly abandoned as of the filing date accorded
the continuing application filed previously or herewith.

NOTE: A paper requesting express abandonment of an application is not effective unless and until an appropriate  USPTO
official recognizes and acts on the paper. See the Manual of Patent Examining Procedure (MPEP), section 711.01.

TO AVOID PUBLICATION, USE FORM PTO/SB/24A INSTEAD OF THIS FORM.

TO REQUEST A REFUND OF SEARCH FEE AND EXCESS CLAIMS FEE (IF ELIGIBLE), USE FORM
PTO/SB/24B INSTEAD OF THIS FORM.

| am the: D applicant.

D assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96)

E attorney or agent of record. Attorney or agent registration number is 41,832

I:I attorney or agent acting under 37 CFR-1.34, who is authorized under 37 CFR 1.138(b) because
the application is expressly abandoned in favor of
a continuing application (box 2 above must be checked). Attorney or agent registration number
is .

% December 30, 2010
(S

@re Date

Fred C. Hernandez (858) 314-1518

Typed or printed name Telephone Number

Note: Signature of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submit multiple forms if
more than one signature is required, see below.

EI Total of 1 forms are submitted.

This collection of information is required by 37 CFR 1.138. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process an application). Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Express Abandonment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



Attorney’s Docket No.: 37528-507001US

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Thomas A. Silvestrini ef al. Art Unit : 2873

Serial No. : 12/492,085 Examiner : Mahidere S. Sahle
Filed : June 25, 2009 Conf. No. : 6620

Title : DIGITAL IMAGING SYSTEM FOR EYE PROCEDURES

Mail Stop Express Abandonment
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

STATEMENT FOR EXPRESS ABANDONMENT UNDER 37 C.F.R. §1.138(a)

Dear Sir:

1. This Statement is being made for the Petition for Express Abandonment under

37 C.F.R. 1.138(a) accompanying this certification.

2. I, Fred C. Hernandez, certify that Applicant has not and will not file an
application that claims the benefit of the above-identified expressly abandoned application under

any provision of Title 35 of the United States Code.

3. I, Fred C. Hernandez, certify that Applicant will not request a refund of any fees

paid in the above-identified expressly abandoned application.

4, I, Fred C. Hernandez, certify that Applicant has not and will not file a new
application that claims the same invention in the context of statutory double patenting under

Title 35 of the United States Code 101 claimed in the expressly abandoned application.

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this correspondence is being electronically
transmitted to the Patent and Trademark Office on the date indicated
below in accordance with 37 CFR 1.8(a)(1)(i)(C).

December 30, 2010

Date of Transmission 2 . . .—-7 M
/

Signature

Cecilia Tobin
Typed or Printed Name of Person Signing Certificate




Applicants :  Thomas A. Silvestrini, et al. Attorney’s Docket No.: 37528-507001US
Serial No. :  12/492,085 :

Filed : June 25, 2009
Page : 20f2
5. The person making this Statement is an attorney of record in the above-captioned

application and signs below on the basis of information in the attorney’s file.

Please apply any charges not covered, or any credits, to Deposit Account No. 50-0311.

Respectfully gubmitted,
Date: December 30, 2010 /{7&

Fred C. Hemgi)
Reg. No. 41,
PTO Customer No. 64046

Mintz, Levin, Cohn, Ferris, Glovsky and Popeo, P.C.
3580 Carmel Mountain Road, Suite 300

San Diego, CA 92130

Telephone: (858)314-1518

Fax: (858)314-1501

Email: fhernandez@mintz.com

5266057v.1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MINTZ, LEVIN, COHN, FERRIS, GLOVSKY AND POPEO, P.C MAILED
ONE FINANCIAL CENTER

BOSTON MA 02111 JAN 2 1 2011
JUAN, et al. : DECISION ON PETITION
Application No. 12/561,680 : TO MAKE SPECIAL
Filed: September 17, 2009 : 37 CFR 1.102

Attorney Docket No. 37528-504C01US

This is a decision on the petition under 37 CFR 1.102, filed January 12, 2011, to make the above-
identified application special under the Patent Application Backlog Reduction Stimulus Plan
which is a pilot program set forth at 74 Federal Register Notice 62285 (November 27, 2009) and
75 Federal register Notice 36063 (June 24, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 62285 and 75 FR 36063 must be directed to a nonprovisional application filed
prior to October 1, 2009.

The USPTO will accord special status for examination under Patent Application Backlog
Reduction Stimulus Plan under the following conditions:

(1) The application for which special status is sought is a nonprovisional application
that has an actual filing date earlier than October 1, 2009;

(2) The applicant has another copending nonprovisional application that has an actual
filing date earlier than October 1, 2009, and is complete under 37 CFR 1.53;

(3) The application for which special status is sought and the other copending
nonprovisional application either are owned by the same party as of October 1, 2009,
or name at least one inventor in common;

(4) The applicant files a letter of express abandonment under 37 CFR 1.138(a) in the
copending nonprovisional application before it has been taken up for examination and

a) includes a statement that the applicant has not and will not file a new
application that claims the same invention claimed in the expressly abandoned
application;

b) includes a statement that the applicant has not and will not file an
application that claims the benefit of the expressly abandoned application
under any provision of title 35, United States Code, and
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¢) includes a statement that the applicant agrees not to request a refund of any
" fees paid in the expressly abandoned application; and

(5) The applicant files a petition under 37 CFR 1.102 in the application for which
special status is sought that

a) includes a specific identification of the relationship between the
applications that qualifies the application for special status;

b) identifies, by application number if available, the application that is being
expressly abandoned;

¢) provides a statement certifying that applicant has not filed petitions in more
than fourteen (14) other applications requesting special status under this
program; and .

d) provides a statement that applicant agrees to make an election without
traverse in a telephonic interview if the Office determines that the claims of
the application to be made special are directed to two or more independent
and distinct inventions.

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Patent Application Backlog Reduction Stimulus Plan has been waived.

The instant petition complies with the conditions required under Patent Application Backlog
Reduction Stimulus Plan. Accordingly, the above-identified application has been accorded
“special” status. . :

Telephone inquires concerning this decision should be directed to Brian W. Brown at 571-272-
5338.

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

The application is being forwarded to the Office of Patent Application Processing for
her procegsing commensurate with this decision.

/

etit‘)ions Examiner
Office of Petitions



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number Filing date:
Number: 81183217 (if known): 12561702 9 " September 17,2009
First Named

Inventor:  John Eric Rollinger

Title: |NFERRED OIL RESPONSIVENESS USING PRESSURE SENSOR PULSES

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /David S. Bir/ Date 03-03-2011
Name ; ;
(Print/Typed) David 5. Bir Registration Number 38383

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

*Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:
Group Art Unit: 3747

JOHN ERIC ROLLINGER
Examiner: John Kwon
Serial No.: 12/561,702
Filed: September 17, 2009
For: INFERRED OIL RESPONSIVENESS USING PRESSURE
SENSOR PULSES

Attorney Docket No.: 81183217

STATEMENT SUPPORTING ELIGBILITY REQUIREMENT OF
THE GREEN TECHNOLOGY PILOT PROGRAM

Commissioner for Patents

U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

This Statement of Special Status for the Eligibility Requirement is being filed
concurrently with a Petition To Make Special Under the Green Technology Pilot Program
(PTO/SB/420), and pursuant to the requirements of 74 Fed. Reg. 64,666 (Dec. 8, 2009), as
amended by 75 Fed. Reg. 28, 554 (May 21, 2010) and 75 Fed. Reg. 68049 (Nov. 10, 2010).

Applicant respectfully submits that the above-identified application is eligible for the
“Green Technology Pilot Program™ as materially contributing to the more efficient utilization

and conservation of energy resources or the reduction of greenhouse gas emissions.

As explained in the specification, internal combustion engine applications may include
hydraulic actuators for a variable cam timing device, or a valve deactivation system, such as used
in variable displacement engines, for example. Hydraulic actuation systems have a response that
varies not only with oil pressure, but also with how fast oil pressure can change in response to a

command. Fluid viscosity of the oil is a significant factor in the ability to raise or lower oil
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pressure. To improve control and diagnostics of hydraulic actuators, it is desirable to have a
real-time strategy for robustly detecting the effective responsiveness or inferred viscosity of the

oil under various system and ambient operating conditions.

The claimed invention as claimed in claims 4 and 5, for example, is directed to improving
control of a variable cam timing device and an engine valve deactivation device for reduced
displacement mode engines. Fuel economy for a multi-cylinder internal combustion engine can
be improved by deactivating some of the engine cylinders under certain operating conditions.
Reducing the number of operating cylinders reduces the effective displacement of the engine
such that it is sometimes referred to as a variable displacement engine. Depending upon the
particular configuration of the variable displacement engine, one or more cylinders may be
selectively deactivated to improve fuel economy under light load conditions, for example. In
some engine configurations, a group of cylinders, which may be an entire bank of cylinders, is
selectively deactivated. Cylinder deactivation may include deactivation of intake valves, exhaust
valves, or both depending upon the particular application and engine technology. Various
techniques have been developed for activating and deactivating intake and/or exhaust valves that
rely on mechanical, hydraulic, electric/electronic or combination devices to implement valve

deactivation in response to a command signal from an engine controller.

As expected, reduced displacement mode operation has demonstrated improved fuel
economy in a number of applications, with a corresponding reduction of greenhouse gas feedgas

emissions.

Because the claimed invention is directed to systems and methods for improving control
of a reduced displacement mode engine or valve deactivation system, for example, the claimed
invention materially contributes to conservation of energy resources and/or the reduction of

greenhouse gas emissions.

The Application is a non-reissue, non-provisional utility application filed under 35 U.S.C.

§111(a). The Application contains no more than three (3) independent claims and twenty (20)
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total claims. The Application does not contain multiple dependent claims. A first Office action

has not yet appeared in the Patent Application Information Retrieval System (PAIR).

The publication fee under 37 C.F.R. § 1.18(d) of $300 has been paid upon filing. Please
charge any additional required fees to Deposit Account No. 06-1510 (Ford Global Technologies,
LLC).

Respectfully submitted,
JOHN ERIC ROLLINGER

By:_ /David S. Bir/
David S. Bir
Reg. No. 38383
Attorney for Applicant

Date: March 3, 2011

BROOKS KUSHMAN P.C.
1000 Town Center, 22nd Floor
Southfield, MI 48075-1238
Phone: 248-358-4400

Fax: 248-358-3351
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APPLICATION NO. , FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO. I
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28395 7590 03/16/2011
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.”

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Paterit and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

BROOKS KUSHMAN P.C./FGTL
1000 TOWN CENTER

22ND FLOOR

SOUTHFIELD MI 48075-1238

In re Application of _ : ,

ROLLINGER, JOHN ERIC et al ' : DECISION ON PETITION
Application No. 12/561,702 : TO MAKE SPECIAL UNDER
Filed: Sep. 17,2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 81183217 : : PILOT PROGRAM

This is a decision on the petition under 37 CFR .1.102, filed March 4, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). '

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, i1) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard.  Petitioner states that the claimed invention relates to energy conservation or
greenhouse gas reduction. This is not convincing. For example, it is not clear how the claimed
computer floppy disk with software instructions will provide and enhance the quality of the
environment or contribute to development of renewable energy resources or energy conservation
or greenhouse gas reduction.

Any reconsideration of this decision should be submitted through the USPTO electronic filing

system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technc;logy Center Art Unit 3747 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:
Group Art Unit: 3747

JOHN ERIC ROLLINGER
Examiner: John Kwon
Serial No.: 12/561,702
Filed: September 17, 2009
For: INFERRED OIL RESPONSIVENESS USING PRESSURE
SENSOR PULSES

Attorney Docket No.: 81183217

REQUEST FOR RECONSIDERATION OF DECISION ON PETITION
FOR THE GREEN TECHNOLOGY PILOT PROGRAM

Commissioner for Patents

U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

In response to the Decision on the Petition mailed March 16, 2011, Applicant respectfully
requests reconsideration of the petition and Statement in support filed March 4, 2011 for the

reasons stated herein.

In the decision dismissing the petition, it was stated that the petition lacked item #4, i.e. a
statement pertaining to the materiality standard. Applicant respectfully disagrees as a statement
in support of the materiality standard was filed with the petition on March 4, 2011. The decision
stated that it was not clear how the claimed invention meets the requirements particularly with
respect to the “computer readable media” claims. As discussed with Examiner Yuen, while
Applicant does not agree that these claims are ineligible, the claims have been canceled without

prejudice in a concurrently filed preliminary amendment.

As explained in the statement filed with the petition on March 4, 2011, the claimed

invention is eligible “Green Technology Pilot Program”™ as materially contributing to the more
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efficient utilization and conservation of energy resources as well as the reduction of greenhouse

gas emissions.

The claimed invention is directed to improving control of hydraulically actuated fuel
saving devices, such as a variable cam timing device or a valve deactivation device, for example.
In particular, the invention is directed to determining oil responsiveness and controlling the
engine in response as recited in claims 1 and 11, for example. As previously explained, while
not limited to variable cam timing devices or valve deactivation devices, the claimed invention
improves control of a variable cam timing device (as claimed in claim 4), which contributes to
the more efficient utilization and conservation of energy resources by improving fuel economy.
In addition, improved fuel economy reduces greenhouse gas emissions. Similarly, the invention
as claimed in claim 11 is directed to determining oil responsiveness and controlling a hydraulic
actuator (such as a variable cam timing device as claimed in claim 15 or a valve deactivation

device as claimed in claim 16) in response

As explained in the specification, internal combustion engine applications may include
hydraulic actuators for a variable cam timing device, or a valve deactivation system, such as used
in variable displacement engines, for example. Hydraulic actuation systems have a response that
varies not only with oil pressure, but also with how fast oil pressure can change in response to a
command. Fluid viscosity of the oil is a significant factor in the ability to raise or lower oil
pressure. To improve control and diagnostics of hydraulic actuators, it is desirable to have a
real-time strategy for robustly detecting the effective responsiveness or inferred viscosity of the

oil under various system and ambient operating conditions.

The claimed invention as claimed in claims 4 and 5, for example, is directed to improving
control of a variable cam timing device and an engine valve deactivation device for reduced
displacement mode engines. Fuel economy for a multi-cylinder internal combustion engine can
be improved by deactivating some of the engine cylinders under certain operating conditions.
Reducing the number of operating cylinders reduces the effective displacement of the engine
such that it is sometimes referred to as a variable displacement engine. Depending upon the

particular configuration of the variable displacement engine, one or more cylinders may be
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selectively deactivated to improve fuel economy under light load conditions, for example. In
some engine configurations, a group of cylinders, which may be an entire bank of cylinders, is
selectively deactivated. Cylinder deactivation may include deactivation of intake valves, exhaust
valves, or both depending upon the particular application and engine technology. Various
techniques have been developed for activating and deactivating intake and/or exhaust valves that
rely on mechanical, hydraulic, electric/electronic or combination devices to implement valve

deactivation in response to a command signal from an engine controller.

As expected, reduced displacement mode operation has demonstrated improved fuel
economy in a number of applications, with a corresponding reduction of greenhouse gas feedgas

emissions.

Because the claimed invention is directed to systems and methods for improving control
of a reduced displacement mode engine or valve deactivation system, for example, the claimed
invention materially contributes to conservation of energy resources and/or the reduction of

greenhouse gas emissions.
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As described above, the claimed invention is directed to improving control of
hydraulically actuated devices including valve deactivation systems for variable displacement
engines, and variable cam timing devices, for example, to improve fuel economy and reduce

greenhouse gas emissions.

While Applicant disagrees with the Examiner’s position with respect to the “computer
readable storage medium” claims, these claims have been canceled without prejudice to obviate
the only deficiency identified in the decision dismissing the petition. As such, Applicant

respectfully requests reconsideration of the decision and granting of the petition.

No additional fee is believed to be due. However, please charge any additional required

fees to Deposit Account No. 06-1510 (Ford Global Technologies, LLC).

Respectfully submitted,
JOHN ERIC ROLLINGER

By:_ /David S. Bir/
David S. Bir
Reg. No. 38383
Attorney for Applicant

Date: April 4, 2011

BROOKS KUSHMAN P.C.
1000 Town Center, 22nd Floor
Southfield, MI 48075-1238
Phone: 248-358-4400

Fax: 248-358-3351
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EXAMINER
BROOKS KUSHMAN P.C./FGTL l
1000 TOWN CENTER KWON, JOHN,
22ND FLOOR ART UNIT PAPER NUMBER
SOUTHFIELD, MI 48075-1238 | I
3747
|¢ MAIL DATE I DELIVERY MODE
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re Application of :

ROLLINGER, JOHN ERIC et al : DECISION ON PETITION
Application No. 12/561,702 : TO MAKE SPECIAL UNDER
Filed: Sep. 17, 2009 ’ : THE GREEN TECHNOLOGY
Attorney Docket No. 81183217 : PILOT PROGRAM

This 1s a decision on the petition under 37 CFR 1.102, filed April 5, 2011make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director. '

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3747 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700 - /
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SUBJECT : Request for Certificate of Correction on Patent No.: 8,081,651
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-